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The Applicant docs not beUevc that entry of the accompanying response will 
result In the introduction of new matter into ihe present appUcation for invention. Ihcrcfore, the 
Applicant, respectfully, requests that the accompanying response be enlrrcd in and that the 
climns to the present appUcation, kindly, be reconsidered. 

The Final Office Action dated June 22, 2004 has been received and considered by 
the Applicant, Claims 1-22 are pending in the present application for invention. Claims 1-8 and 
1 1-22 sbmd rejected by the June 22. 2004 Final Office Action. Claims 9-12 are objected to by 
the June 22, 2004 Final Office Action. 

ITie Final Office Action dated June 22, 2004 includes a rejection of Claim 17 
under the provisions of 35 U.R.C. §103(a) as being obvious over LfskasaaieUL The Applicant, 
respectfully, points out that this rejection is the first rejection to Claim 17. All of the previous 
office acUons contained <ibjcctions to Claim 17; however, none of the previous office actions 
rejected Claim 17. The previous response submitted by the AppUcant on June 10, 2004 did not 
amend Claim 17 at all. The amendment submitted March 1 1 , 2004 by the Applicant also did not 
amend Claim 17. Therefore, this rejection is a new rejection that was not necessitated by any 
amendment that was made by the Applicant. 

The MPEP §706.07 details when a Final Rejection is proper on second action. 
"Under present practice, second or any subsequent actions on the merits shall be final, except 
where tlie examiner introduces u new ground of rejection that is neither necessitated by 
appUcant's amendment of the claims nor based on information submitted in an information 
disclosure statement filed dujring the period set forth in 37 CFR 1 ,97(c)." 

The Applicant, rcspcctfiilly, requests that the Primary Examiner reconsider the 
holding of finality of the June 22, 2004 Office Action and that the finality of the .lune 22, 2004 

rejection be withdnivrti. 

The accompanying respon.se has been made to fiiily respond u> a Final Office 

Action, which finality is fully anticipated to be withdrawn because it is premature. The 
AppUcant, therefore, reasonably anticipates an opportunity to respond to a non-final office 
action. 
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The Final Office Action dated June 22* 2004 contains a injection to Claims 3 and 
15 under the pmvisions of 35 U S.C. § 1 02(b). Thu previous response »ubnii1ted by the AppUcant 
on June 10, 2004 did not amend Claims 3 and 1 5 at all. The amendment submitted March 11, 
2004 by the Applicant amended Claims 3 and 1 5 by icmovii^ the preferred amount for the 
preselected fraction of the threshold. The AppUcant respeclfuUy submits that Claims 3 and 1 5 
after the amendment submitted March 1 1 , 2004 still recited thai the UiricahDld wa.s a preselected 
fraction of the maximum value. Therefore, the Applicant does not believe that the new rejection 
is justified. The Applicant, respectfully, requests that the Primary Examiner reconsider the 
holding of finality of the June 22, 2004 Office Action and that the linality of the June 22, 2004 
rejection be withdrawn. 

The Final OIVicc Action objects to Claims 9-12. Ilie Examiner states that the 
Claim 9 recites steps of "optionally^ entering tracks in an alarm list and storing the alarm list if 
''applicable". The Examiner further states that Claun 1 1 contdins the phrase "optionally". The 
Hxaniiner states that the u»c of the foregoing ficrnis suggest that these limitations arc not 
necessary. The Applicant respectfully disagrees. The foregoing limitations provide limiting 
features. However^ in an effort to move this case towards allowance and/or place the present 
application for invention in better condition for appeal^ tiic terms "applicable'* and "optionally" 
have been removed from Claim 9 per the 13xamincr's requcsU 

The Ollicc Action rejects Claims 8, 1 ) and 1 2 under the provisions of 35 1 J.S.C. 
§1 12, second paragraph, as being indefinite for failing to paiticubily point out and disdncUy 
claim the subject matter which applicant regards as the invention. The Examiner states that the 
phrase ''particularly a DVR disc" renders CLiims 8 and 1 1 indefinite because it is unclear 
whether the phrase is part of the claimed invention. The foregoing amendment has removed the 
complained of term 'particularly a DVR disc" fiom Claims 8 and 1 1 

The Office Action rejects Claims 1-3 and 13-15 under the provisions of 35 U.S.C, 
§ 102(b) as anticipated by I'akasago et al. (hereinafter referred to as Takasago e t aP- The Final 
Office Action cimlains a section beginning on page 1 0 referred to as Response to Argunicnts in 
which the Examiner's positions are provided regarding the Applicant's previous argumenLs. The 
Applicant would like to point out that the Examiner's commetrts in the Response to Arguments 
regarding Applicant's admissiotds/arguments are incorrccL Specifically, the statement widiin the 
Response tn Arguments that the Applicant admits T^M«?^oet_aL teach defect detection. The 
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Applicant did aot admit that Tflkasaiio el aL teach defect detection. Tie Applicant's previous 
response regarding Claiml stated that T^kiisa^ ct al, detail techniques thiit afc related lo off 
track detection. The Applicant in no way, manner or foim admitted that Jakasagoet . aL teach 
defect detection. As previously st^ Takasago et al . teach detection of an off track condition 
and one of the reasons an off track condition can occur is because of a defect in the disc, llie 
Final Office Action stales that it is inherent that detection ofa defect within a Hack involves the 
rating of Ihc track for defects. The Applicant rcspectfiilly> disagrees. Detection and rating are 
two separate actions. Takasa&o et al. teach actions that take place v*cn off track situations 
occur, j akaaago et aL do not provide any teaching or suggestion for the detection of a defect 
that does not result in an off track situation. In fact Takgsagoet aL teach that if a defect occuni 
or is detected without causing an off track situation, then the defect is acceptable and no action 
takes place (see column 5, Ime 52 through column 6, line 14). 

Regarding Claim 1 , the Examiner states that Takasa£o ct disclose in FIG. 1 the 
examining ofa record carrier for the presence of a defect. The Applicant, respectfully, points out 
thai Ta kasago ct al. teach identifying the occurrence of an off track situation which la kasaROet 
aL teach can be caused by a number of events including movement of the disc/player or lack ofa 
level surface. A delect in tiie optical disc is only one of the situations thai can cause an olt" track 
situation as taught by Takasagoetal (see column 3, lines 28-60). Takasago ct teach 
detection of an off track situation and not detection of defects within the disc. In 
contradistinction to the teaching of Taka sapo ct al. the present invention as recites by the 
rejected claims defmcs subject matter for rating of tracks on the disc for the purpose of 
determining if there is a deled in the track. Takas aeo el al provide no teaching, suggestion or 
motivation for rating ofa track for a defect Tnkasago et al. exanaincs the track signal to 
determine if there is an off track situation which could be the it:sult ofa vibration (see column 3, 
lines \ -6) laka sapo et aL provide no teaching for rating the track for defects. Accordingly, the 
rejection to Claim 1 ia respectfolly traversed. 

Regarding Claim 2, the Exatnincr states ihal column 5, line 47 to ctilumn 6, line 
14 of TakasagjL^t ah disclose that a track is determined as being delectivc if the absolute value 
of the tracking signal exceeds a predetermined threshold. The Applicant points Out that column 
5, Ime 47 to column 6, line 14 of Tokasago et a l, discuss tracking cnDi^ determined by 
application of a tracking signal to a pair of comparators. The tracking signal as taught by 
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;l^^o^ihat re^ulU. fiom the Ught spot tracking near Ihc cent« of the u»ck results in each 
compan^tor yielding a logics indicative of proper txaok-mg. ^ 

T^kasagO^ that n^ult. Ih>m the Ught spot 

:uacldngsigo«lh.vinganampUtudewithan absolute vaiuclaxBcr than 

-hVkb. or - V:^. n^at pcrrinn of the tracking signal haviog bd ampUtude larger with an absolute 

value than larger than ihc absolute value of +Vh.. or - V... re^lt. Ihe one of the comparer. 

yieldingalogicarrfor the period of time that the absolnt^valoeofthetTHc^^ 

than the absolute value of -VanF "r - V.hp; which is interpreted as not tracking properly. The 

AppUcanrs position is that the comparator oflfateo ot^ providing a logical "l" iS not 

equivalent to ratingatrack a. defectivcrnuchl^^ratingatrack as dcfecave if the ^^^^ 

exceeds a predetermine value for a pr^ctermined titne as recited by rejected Claim 2. Ifeigo 
eul., teach identifying track digression and the corrective actions that take place during penods 
of track digression and not rating the tracks. 

A tracking signal a.s taught by 1 akasago eUL can also be determined as the light 
spot being oif track resulting in multiple logical "1" pulses. The multiple logical "1" ptUses 
results fhnn a waveform as shown in FIG 3b of Mcasagp^ There is no disclosure, or 
suggestion, witMn Iayi^td.forr-^ 

in the Final Office Action. Moreover, there i« no disclosure, or ^ggestion, widun Itofi^ for 
determining that a track i s defective if the absolute value that the tracking signal is greater than a 
pn^determincd threshold. Sinrply put, latojo^ determines if the light spot is on t«u.k or 
offtrack, not whether the track is defective or not. Accordingly tWs rejection is, respectfully, 
traversed^ 

Regaling Claim 1 3, the Examiner states that Iak:.sa^o et al. disclose at column 
7 Hnes6-l9thatthereeorcUnfiprocesseanhediscominuedbasedonthctrackings^^^^ The 
f^going amendment to the claims has amended Claim 13 to recite the feature of the invention 
ofrating the track for defects in order to clearly distinguish the present invention fipm Ihe 
teachingofTfesagoiiaL. Takasgfio^taL provide no leaching towards rating a track. Cohunn 
7, lines 6-19 of lakasagoet^ teach an action that can takes place on the determination of the 
liht spot being off tn«:k based on the level of the uacking sigpal. Hie Applicant's position is 
(hat the categorization of a tracking signal as being indicaUvc of the light spot being offtrack as 
taught by Tflka5airoctai. is not equivalent to •'rating the tiBck" as recited by Ihc rejected claims. 
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The AppUcaat. respectfiiUy, submits that amended Claim 1 .3 is clearly aliowabie over the dtcd 

reference. JTaJs^goeLaL 

Regarding Clain. 14, the Examiner states that TakaaSEOetaL «ose at column 
5 Hoe 47 - column 6, line 14 that the reconling is diseontinued if the tracking signal exceeds a 
p„:dctermined valae for a predetermined period of time. Hie Applicant', position is that tb,s ,s 
an incorrect reading of coluom 5. Ime 47 - column 6. line 14 of TakagaEoeLaL Column 5, Imc 
47 - colunm 6 .line 14 of Jdca^goetal. teach th^ if the digression of (he trocking signal reaches 
ccrtuin level an indication Aat tracking signal is ofTtrack vdU n»ulthy multiple logical 
l-pulses being emitted. The muhiple logical "1" pulse result £fom a sway in the tracking signal 
as shown in FIG. 3b. inference oumertd 16. of I^agsiStaU which is not equivalent to 
exceeding a predetermined threshold for a predetermined period of lime. There is no 
predetermined period of ihne ^thin the tracking signal that is exceeded within Iftego^aL 
taught, or suggested, to create the additional logical "1" pulses. Hie additional period of t,mc 
referred to by Tnlcns aao et al. is the additic«ial logical "1" pulses themselves and not a penod of 
time that the .racking signal exceeds a th«shold. Claim 14 to the pre..ent invention recites that if 
the tracking signal itsel f exceeds a predetermined value aod for a predetermined time then the 
recording process is di.scontinued. ITiere is no disclosure of suggesUon within Igkasags^ 
that the tracking sign exceeding a predetermined value for a predetermined time result, m the 
discontinuing of recording. Accordingly this rejection is. respectfully, traversed. 

The Examiner rejects Claims 3 and 15 staling that MasmetaL disclose the 
tracking signal has a maximum value corresponding to the maximum laterul deviation with 
respect to the center of the track. The Examiner's position is that a preselected fraction of the 
reference voltages is chosen by Ttec>etaL as the predetermined threshold that is exceeded 
fur a predetennined time period. The Applicant draws the Examiner' 3 attenUon to the clear 
teaching of Jakasags^ on column 5. lines 47-49 wherein it is stated lhat the tracking error 
signal is compared widi reference voltages. H*cre is no disclo.surc or suggestion within 
T^k«.w»ctal. for taking any fiacliona] portion of the reference voltages as the predetermined 
threshold, hurihcnnore. the maximum lateral deviation disclosed by TakasagoeLaL is the 
occurrence of an off track situation and the tracking error signal taught by Taka.woetal. does 
not have a greater value during the period of offtrack. Takasa p o et al. teach that during oflftrack 
(maximum lateral deviation) the tracking error signal swings from plus to minus exceed the 



Serial No. (W/7R7,0<>6 ^ 

PA(X12l19'RCVDAT8/5/2004 10:14:05AM[EastemDaylightTime]'SVR:USPTO{^^^^^^ ' DURATION (min-ss):06-50 



AUG-5-2004 09:07f=l FT^QM: leimbach 15853819983 



TO: 17038729306 



P: 13^19 



reference voltages, but the tiacking «tor siignal is ao greater than in track dign^ions (see FIG, 
3o and FIG. 3b). A person skilled wilhin the art would not be motivated by Ihc teaching of 
Takaiia&o et aL, as illustrated in FIG. 3a and l lG. 3 b of that reference, to create a system as 
defined by rejected Claims 3 and 1 5 wherein the tracking signal has a maximum value 
corresponding to the ma?umum lateral deviation with respect to the center of the track becauKe, 
simply put, this is not taught by Takaaanoctal, There is no uxtching within Takasago ctal, for 
the tracking error signal value to have a maxinnim value that occurs at a point of the maximum 
lateral deviation from the center of the track. Takasago et al teach that the error tracking signal 
swings £h)m positive to negative during oflf track conditions. There is not even a mention of 
using a iractional potion of the reference voltages, or that the reference voltages are a fractional 
portion of a predetermined threshold as asserted by the F^amincr. Accordingly, this rejection of 
Claims 3 and 15 is resspectfuUy traversed. 

The Office Action rejects Claims 4, 16, 17, 18, 19, 21, and 22 under the 
provisions of 35 U.S.C. § 103(a) a» being unpatentable over Tokosago et al. applied to daims 2 
and 14 above. 

Regarding Claims 1 8 and 2 1 , the F.xaminer states that Takasago et al. d isclose at 
column 5, lines 49 * 51 a tracking signal having a i^ominal value ol vjcm, and that the tracking 
signal has a maximum value. The Examiner also asserts that a preselected fraction of the 
maximum value is chosen as the predetermined signal threshold; which as previously discussed 
is an unfounded assertion. The Examiner admits that Takasago ct al, is silent regarding the 
predetermined threshold bcmg either OS or 2/3 of the maximum value corresponding to the 
maximum latemi deviadon. The Examiner then states that the Applicant has failed to show that 
the predetermined threshold being either 0.5 or 2/3 of the maximum value corresponding to die 
maximum lateral deviation is used for a particular purixwe, or solves a stated problem. Initially* 
the Applicant, respectfully, points out that this line ol reasoning is not proper for an obviousness 
rejection. Moreover, the Applicant points out that there is a clear puiposw and advantage to the 
stated limitations in that the present invention is rating the track. The pmhlem here is that the 
Examine is attempting to read on the present invention a reference that does not rate tracks but 
only provides data related lu vrficthcr the error tracking signal is digressing or is completely off 
track. There would be no puT}>osc widxin such a reference as Takasago et al ^ to determine the 
extent to which the tracking error signal has digressed. The Applicant draws the Hxaminer*s 
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attention to page 10, lines 4-8 of the specification to the present invention wtuxrein the tracking 
error of 0.5 of Uu; maximum value is disclosed as the prefencd error tracking parameter lo if the 
track is defective. The Examiner has not found any teaching, or suggestion, of any such values 
and, theivfare, attempts to brush aside tho specific definition supplied hy rejected Claim 1 8 with 
an assertion that it is ail the same the refeicnoc voltages of T^kaspKO ctaL The Applicant points 
out that the Examiner continues to read the reference voltage of Takasa^o ^t al. ns equivalent to 
the predetermined thresiholds of the invention and also as equivalent to the preselected fracUons 
of the predetermined threshold. The limitations of the claims must each be given consideration. 
Hie Examiner may not simply brush aside specific limitations by reading the same reference 
voltages of lakasagocuL on the prwictcnnined threshold and the spccificaUy different 
recilation of a preselected fraction of the predetermined thresboU. 

Reganiing Claim 21, the Applicant draws the Examiner's attenUon to the 
specificaUon of the piesem invention at page 12, lincsl4,22 wherein the value of 2/3 is discussed 
as preventing accidental writes to the adjacent track. Accordingly, there is a staled purpose to 2/3 
fractional amount recited by rejected Claim 21 contrary to the assertions of the Examiner. The 
Apphcant points out that of the cited reference, lakasagaekaL has no such stated purpose, 
perhaps this is the reason that Takasago et al. does not disclose, or teach u.«ng ftaclions of the 
rvfbreiKe voltages for any reason whatsoever. 

Accordingly, the rejection to Claims 18 and 21 is traversed. 
Reganiing Claims 4, 16, 19 and 22, the Examiner admits states that Takasago t?t 
aL do not disclose the predetermined time periods recited by the rejected claim.s in a range 
between SO ^is and 75 (is. Furthermore, regarding claims in 1 9 and 22. Ihc Examiner states that 
T^tfatta pn et al. Oo not disclose that ihe recited period of time is approximately 60 \is. The 
Applicant. respectfuUy, points out that Final Office Action does not even contend that Jdcasaga 
eiaL suggest implementing any of the foregoing time periods. The Examiner's position is that it 
would have been obviou.s for a person skilled in die art because the Applicants has not disclosed 
any advantage. Initially, the Applicant objects to the line of reasoning used in this rejection 
because the Examiner has not provided any authority that such a line of reasoning is valid for 
making a rejection based on obviousnes-v Moreover, the advantages are clearly slated in the 
specification, therefore, assuming for the .sake of argument, that such a line of reasoning were 
valid, the advantage of recited period of time is approximately 60 jis is given by the specification 
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of the present invention ai page 12, linesl 4-22 >vhercin the volue of 60 m5 is discussed as 
prevaHiofi accidental writes to tiie adjacent track- Tlie range between 50 us and 75 is used :is 
a ranged around the preferred value of 60 |ls as an acceptable range. The Applicanl's position is 
ihat the Examiner has employed impioper hindsight in this obviousness analysis. In order to 
detenninc obviousness there must be some suggestion of motivation of the prior art l.> make the 
modilication. There has been no such some suggestion of motivation wilhin the prior art 
referenced by the Examiner to make the modificatitm made in the Final Office Action. The 
Examiner has also not advanced any authority to support ihc assertion made in the Final Office 
Action that the foregoing rational is a proper rationale for determining obviousness. 

The MPEP at §2143 states that to "establish a prima facie case of obviousness, 
three basic criteria must be met. First, diere must be some suggestion or motivation, either in the 
Teferences themselves or in the knowledge generally available to one of ordinaiy skill in the art, 
to modily the reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior ait reibrence (or lefcrences when combined) must teach 
or suggest alJ the claim limitations. The teaching oc suggestion to make the claimed combination 
and the reasonable expectation of success mast both be found in the prior art, not in applicant's 
di.^losuie. In re Vaeck, 947 F.2d 4X8, 20 USPQ2d 1438 (Fed. Cir. 1991)." The Applicant 
tespecttuliy points out that the Final Office Action docs not satisfy any of the ihicc foregoing 
criteria and, therelbrc. ha.s not made a prima and facie ca.se of obviousness. Moreover, the 
motivation to make the modificaUon suggested by the Examiner must be found within the prior 
art reference, and the lixaminer has in feet stated that is not found within ^ims^^ The 
AppUcant, respectfoUy, points out that a person skiUed in the art would not be motivated by the 
teaching ofT akasaeoctal. to make the modification suggested by the Final Office Action. 
Takasapo et al. pertains to identifying digressions within the tracking signal and correctijig 
tracking errors, Takasagoetal. does not pertain to identifying defective areas on a disk, for the 
foregoing reasons, this rejection is lespeclfully traversed. 

The Final Office Action rejects Claim 17 under tiie provi.si.>n3 of 35 U.R.C. 
§1 03(a) as being unpatentable over Takasago etal. As previously discu-ssed Uiis is a new 
rejection that wa.s not necessitated by any action on the part of ihe AppUcant. Accordingly, the 
finaUty of the Final Office Action is premature. The lixaminer's position that Claim 17 
corresponds in substance to other claims, such as Claim 13, is witiiout merit. There are 

ScHhI No. 09/787.096 

PAGE1S/19'RCVDATSI5120l)410:U:05AM[EasteniI)aylightrime]'SVR:USPW^^^ * DURATION (inm-ss):0640 



TO: 17038729306 



P: 16^19 



. ^ - tc 17 that are not within Claim 17. Moreover, this 

numerous elemente wilhin ClamiS 14. 1 5, 16 and 1 7 that are not wixron ^lai 

position on the part of the Examiner ignore, that unfairoess that result, by making a rejecuon m 

a final office action that was not previously made, e.g., the Applicant is denied an opportunity to 

folly respond This rejection was not necessitated by any action on the part of the Applicant: 

^hich is the parameter lhat is conUoUing. The Applicant responds to this rejection by pomting 

out that lakasagoctaL do not disclose or suggest perfonning the acUons recited In Clahns 13- 

17 Specifically, Takafla8ael.aL do not disclose the prodel«mincd time periods recited by the 

rejected claims in a range between 50 ps and 75 us. Furthennorc, masaga^tah do not disclose 

that the recited period of time is apprt>xia»ately 60 ps. Furthermore, Tal^gagoet aL do not 

disclose or suggest a rcco«iing device having thresholds that «re a preselected fiction of the 

signal level representative of the maximum deviation of &om the center of the rack. Nor do 

^asagoeLaL disclose or suggest a recording device that discontinues recording is the ticking 

sietuil exceeds a threshold for a predetermined period of time. Accordingly, this rejection .s 

respectfiilly, traversed. 

The Final Office Action rejects Claims 5 and 6 under the provisions of 35 TI.S.C- 
§l03(a) as bcmg unpatentable over X^>^ in view of Tsuchi ya et al. . (JP 01253638 A). TT^e 
Examiner admits lhat Masjgfi does not disclose the steps of a) examining the integrity of 
predetermined test iracts of the recoM carrier, b) examining Ote integrity of tracts adjacent the 
relevant test track each time that upon the examination of the test track it appears to be defective, 
in order tn delemiine this way the number of Iracts affecUd by the same spot defect, c) entcrmg 
Ac relevant tracts in a delect list each time that the number thus determined in step (b) is greater 
than a predetennincd Ihreshold value, and d) storing the defect Ust into a memory. The 
Examiner'spositionisthatTsucJumetid.teach4^ foregoing recited elements. TheAppJicant 
respectfully disagrees. IsochimitaL teach a reference value WC that is set to have the 
magnitude of defect smaller than a normal checking reference. The defects arc detected using a 
regenerated signal RF', the tracking ermr signal TE and a focused error signal FE within a single 
tmck. Ti^hivaeta l. teach the recording of each defect thai exceeds the reference value WC 
within a memory and then reads the contents of the memory, which includes each individual 
defect. The AppUcant, icspectfiiUy. points out that this is not cquivalcmt to the recitation within 
the rejected claims of c) entering the relevant tracts to any defect list each time lhat the number 
thus determined in step (b) is greater than a predetermined threshold value. Tajchiyaet .aL teach 
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recording of each individual defect within a bauk. lliere is no suggestion or disclosure vnitnn 
Tsuchiva ct Mi. £ot providing a threshold value lo dctennine the number of tracks that are affected 
by the same spot defect and only recording those defects thai arc at least as laT;ge as the 
threshold. 

Regarding Claim 6, Claim 6 depends fix>m Claim 5 which is previously discussed is 
btdicved to be allowable; therefore. Claim 6 is also believed to be aUowablc. 

The Final Office Action rejcels Claims 7 and 8 under the provisions of 35 U.S C. § 1 03Ca) 
us being unpatentable over the combination of Takasaeo with Tsuchiya e t al and fiuther in view 
ofU.S. Patent No. 4,821,521 issued to ilosoya (hereinafter referred to as Hosoya ). 

As previously discussed the combination of Takasago with 1 suchiva et al, teaches 
recording of each individual defect within a track. There i.s no su^g^estion or disclosure within 
Tsuchiva et al for providing a threshold value to determine the number of tracks that are affected 
by the same spot defect and only recording those defects that are at least as large as the 
threshold. The addition of Hosoya to the combination of Takasaao and Txuchiy a et_al docs 
nothing to correct this error, Hosova at column 6, lines 22-25 discloses storing, detective sector 
information in the optical disk. The Applicant respectfully points out that Claim 7 includes all 
the features of Claim 5 and thai the defect list as recited by Claim 5 only includes tracts affected 
by the same spot defect wherein the number of tracts is greater than a predetermined threshold. 
The cited references, either alone or Uikcn in combination, do not disclose or suggest the 
foregoing features of creating a defect list as recited by Claim 5 that includes tracts affected by 
the name spot defect wherein the number of tracts is greater than a predetermined threshold. 
Accordingly this rejection is, respectfully, traversed. 

Regarding the rejection to Claim 8 under the provisions of :?5 T J.S-C. § 1 03Ca) as 
being unpatentable over the combination of Takasayo with Tsuchiya et al and further in view of 
Hosova . The combination of Takasago with Tsuchiya et_aL teaches recording each individual 
defect within a track. There is no suggestion or disclosure within Tsuchiya ct al for providing a 
threshold value to determine the number of tracks that are affected by the same spot defect in 
only recording those defects that ore at least as large as the threshold. Claim 6 depends from 
Claims and Claim 8 depends &om Claim6. The addition of Flosoya to tfic combination of 
Takaxajgo and Tsuchiya ct al docs nothing to correct this error. Hosoy a al coiunm 2> lines 64-68 
and FIG. 7 teaches refciiing to defective sector information in the optical disk. The Applicant 

Serial No. 09/787,096 1 & 



PA6E17/19'RCVDAT»0410:14:05AM[Ea5temDaylightrime^ ' DURATION (inm-ss):0640 



fiUG-5-2004 09:090 FROM: leimbach 15853819983 



TO: 17038729306 



P:18-'19 



respectfuUy poinK out thai Claim 8 incJudes aU the features of Claim 5 and that the defect list as 
recited by Claim 5 only includes tiacta affected by the same spot defect wherein the number of 
tracts is greater than a predetermined threshold. The cited references, either alune or taken in 
combination, do not disclose or suggest the foregoing features of creating a defect hst as recited 
by Claim 5 that includes tracts allected by the same spot defect wherein the number of tracts is 
greater than a prcdclemiined threshold. Accowlingly this rejection is, respectfully, traversed. 

The Final Office Action rejects Claim 20 under the provisions of 35 U.S.C. 
§ 103(a) as being unpatentable over Tak asa^o in view of Tsuchiva et al. The AppUcanl, 
respectfully points out that there is no suggestion or disclosure williin Tsuchiva ctal for 
providing a threshold value to determine the number of tracks that are affcctod by the -same spot 
defect and only recording those defects that are at least as large a.s the threshi>ld as recited by 
Claim 5. Accordmgly, the rejection of Claim 5, as previously discussed, is believed to be in 
error. Claim 20 depends from Claim 5; therefore. Claim 20 is also believed to be allowable. 
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Applicant is not aware of any additional patents, pubUcatioiis, or other 
infonnation not previously submitted lu Ihc Patent and Trademark Office which would be 

required under 37 C.F.R. 1.99. 

In view of the foregoinft amendment and remarks, the Applicant believes tl 
pi^senl application is in condition Fc»r aUowancc, with such allowance being, respecUoUy, 
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